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REMARKS/ARGUMENTS 



Claims 69-89 are pending in the above-identified patent application. Claims 69-71, 73, 
and 75-80 have been amended. Claim 81 has been canceled. Support for the foregoing 
amendments can be found throughout Applicants' specification including, for example, at page 
7, line 17 to page 11, line 28, and at page 15, lines 4-10. No new matter has been added. 

As requested by the Examiner, Applicants have included an English language copy of the 
Abstract of Japanese Patent No. 55090535 A. 

In view of the following remarks, reconsideration and withdrawal of the rejections is 
respectfully requested. 



Claims 69-82 have all been rejected under the judicially created doctrine of obvious-type 
double patenting over claims 1-58 of U.S. Patent No. 5,021,515, claims 1-11 of U.S. Patent No. 
5,049,624, and claims 1-8 of U.S. Patent No. 5,955,527. Applicants request that this rejection be 
deferred pending some identification of allowable subject matter, as it likely can be readily 
resolved (depending upon the subject matter ultimately allowed) through the filing of a suitable 
terminal disclaimer. 

Claim Rejections - 35 U.S.C. § 102(b) 
Claims 69-77 and 80-82 have been rejected under 35 U.S.C. § 102(b) as allegedly being 
anticipated by U.S. Patent No. 4,206,100 to Kyo et al. ("the Kyo patent"). Applicants 
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respectfully traverse this rejection as the Kyo patent does not teach the composition recited in 
Applicants' claims. 

The Monolayer Container Wall Claims, Claims 69-7 L 73, and 75-80 

Claims 69-71, 73, and 75-80 recite an oxygen-scavenging monolayer container wall 
comprising an oxygen-scavenging composition comprising (1) a non-oxidizable polyester 
component, (2) a polymeric organic oxidizable component, and (3) a transition metal in the 
positive oxidation state that promotes the oxidation of the polymeric organic oxidizable 
component. The claims further specify that the monolayer container wall achieves an oxygen 
permeance of not more than 10.0 cm 3 /m 2 atm day, in part as the result of the transition metal in 
the positive oxidation state promoting the oxidation of the polymeric organic oxidizable 
component. According to Applicants' claims, the polymeric organic oxidizable component is 
present in the wall in the range of from 1 to 7 percent. 

The Kyo patent discloses engineering plastic compositions with improved mechanical 
characteristics. The compositions disclosed in the Kyo patent are particularly useful for 
providing strength to injection molded articles. The Kyo patent falls short of disclosing 
Applicants' claimed invention for at least two reasons. 

First, the Kyo patent does not teach to one skilled in the art that the disclosed engineering 
plastics are used to make monolayer container walls, let alone monolayer container walls that 
scavenge oxygen. 
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Moreover, to the extent that the Examiner has taken the position that the Kyo patent's 
disclosed composition is an oxygen scavenging composition, the Kyo patent does not teach that 
the polymeric organic oxidizable component is present in the wall in the range of from 1 to 7 
weight percent. Significantly, to the extent that the Examiner asserts that the polyamide 
component of Kyo' s engineering compositions meets the polymeric organic oxidizable 
component element of Applicants' claimed invention, the Kyo patent teaches that the polyamide 
component is present in a range of from 10 to 90% (col. 6, lines 35-38). Thus, the Kyo patent 
does not teach that the polymeric organic oxidizable component of Applicants' claimed 
invention is present in the range of from 1 to 7 weight percent. Accordingly, the rejection for 
alleged anticipation in view of the Kyo patent is improper and should be withdrawn. 

The Composition Claims, Claims 82-89 

Applicants' claims 82-89 recite an oxygen-scavenging composition comprising a non- 
oxidizable polyester component, a polymeric organic oxidizable component, and a transition 
metal in the positive oxidation state that promotes the oxidation of the organic oxidizable 
component such that, when incorporated into the wall of a monolayer package, the wall achieves 
an oxygen permeance that is not more than three-quarters relative to the wall without the 
oxygen-scavenging composition. Significantly, the lower permeance is the result of the 
transition metal promoting the oxidation of the polymeric organic oxidizable component. 

In the Final Office Action, the Examiner asserts that, to the extent that the Kyo patent 
discloses Applicants' claimed composition (which it does not), "the permeance is inherent in the 
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composition" (Final Office Action at 4). In general, a limitation or the entire invention is 
inherent and in the public domain if it is the natural result flowing from" the explicit disclosure 
of the prior art. See Eli Lilly & Co. v. Barr Labs., Inc., 251 F.3d 955, 970 (Fed. Cir. 2001); see 
also In re Kratz, 592 F.2d 1 169, 1 174 (CCPA 1979). Indeed, "in relying on the theory of 
inherency, the Examiner must provide a basis in fact and/or technical reasoning to reasonably 
support the determination that the allegedly inherent characteristic necessarily flows from the 
teachings of the applied prior art." MPEP §21 12 at 2100-52 (citation omitted). "The mere fact 
that a certain thing may result from a given set of circumstances is not sufficient" upon which to 
base a rejection for inherent anticipation. MPEP § 21 12 at 2100-51 . 

The Examiner has not provided any rationale or evidence tending to show that any of the 
compositions disclosed in the Kyo patent, if formed into a monolayer container wall, would 
achieve an oxygen permeance that is not more than three-quarters relative to the wall without 
the oxygen-scavenging composition. All that the Examiner has provided is the mere assertion 
that "the permeance is inherent in the composition" (Final Office Action at 4). Without more, as 
a matter of law it cannot be establish that the missing element is necessarily present and, thus, 
cannot be shown that the Kyo patent discloses each and every limitation in Applicants' claimed 
invention. Accordingly, the rejection for alleged anticipation in view of the Kyo patent is 
improper and should be withdrawn. 
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The foregoing is submitted as a full and complete response to the Final Office Action 
mailed on February 23, 2004, and the allowance of all claims is respectfully requested. If there 
are any issue that can be resolved by a telephone conference or an Examiner's amendment, the 
Examiner is invited to call the undersigned attorney at (215) 564-8948. 



Woodcock Washburn LLP 
One Liberty Place - 46th Floor 
Philadelphia PA 19103 
Telephone: (215) 568-3100 
Facsimile: (215)568-3439 



Date: August 20, 2004 




Stephen C. Timmins 
Registration No. 48,481 
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Resin film material for tubes, bottles etc. - formed of blend comprising resin and deoxidising agent 
for protecting food etc. 

Patent Assignee: NIPPON SYNTHETIC CHEM IND CO 



Patent Family 



Patent Number||Kmd 


Date 


Application Number Kind Date 
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Type 


IP 55090535 ||A 


19800709 




198034 


B 


JP 87001824 ||B 


19870116 


198706 





Priority Applications (Number Kind Date): JP 78161829 A ( 19781228) 



Abstract: 

JP 55090535 A 

Film-like material is formed by blending resins with 1-99 wt.% of deoxidising agent. Deoxidant is 
blended with the resins constituting the film. Therefore, when foods, etc. is charged in the packing 
vessel moulded from the film and the vessel is sealed, the oxygen gas of the vessel is absorbed by the 
deoxidant and the oxygen gas concn. of the vessel is reduced. 

Oxygen gas penetrating from the outside through the wall of the vessel is absorbed by the deoxidant. 
The contents of the vessel is protected from oxidation, mould, decolourisation, etc. 

Deoxidant includes, e.g. iron, zinc powder, FeO, sulphites, oxalate, glucose, etc. Pref. reducing iron or 
iron cpds. are used. The resins include, e.g. polyethylene, ethylene-vinyl acetate copolymer, polybutene, 
polyvinyl alcohol, polyvinyl acetate. The resins and deoxidant are premixed in a mixer or quantitative 
filter, supplied and melt-kneaded in a moulding machine and moulded into film sheet, bottle, tube, etc. 
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